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EP 0 679 716 A (MATSUBARA KENICHI ;OKUBO 

KOUSAKU (JP)) 2 November 1995 (1995-11-02) 

Human gene signature HUMGSO0127 

(SeqIdNo.113): 98.9% identity in 349 bp 

overlap with SeqIdNo.26 

-& DATABASE GENESEQ [Online] 

E.M.B.L. Databases 

Accession Number: T19113, 

4 July 1996 (1996-07-04) 

MATSUBARA K ET AL: "Human gene signature 
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98.9% identity in 349 bp overlap with 

SeqIdNo.26 

abstract 

US 5 561 222 A (KEENE JACK D ET AL) 
1 October 1996 (1996-10-01) 
figure 6 
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4 June 1998 (1998-06-04) 



Relevant to claim No. 



3-11 



3-11 



Form PCT/lSA/210 (continuation of second sheet) (July 1992) 



page 2 



ENT COOPERATION TREATY^ 

PCT 



INTERNATIONAL SEARCH REPORT 

(PCT Article 1 8 and Rules 43 and 44) 



Applicant's or agent's file reference 

PF-0579 PCT 


crtR PI IRTHPR see Notification of Transmittal of International Search Report 
r\jn run ■ ncn pcT/ISA/220) as well as, where applicable, item 5 below. 
ACTION 


International application No. 

PCT/ US 99/ 19361 


International filing date (day/month/year) 

20/08/1999 


(Earliest) Priority Date (day/month/year) 

21/08/1998 


Applicant 

INCYTE PHARMACEUTICALS, INC. et al . 



This International Search Report has been prepared by this International Searching Authority and is transmitted to the applicant 
according to Article 1 8. A copy is being transmitted to the International Bureau. 



This International Search Report consists of a total of _ 



. sheets. 



I I It is also accompanied by a copy of each prior art document cited in this report. 



Basis of the report 

a With regard to the language, the international search was carried out on the basis of the international application in the 
language in which it was filed, unless othenwise indicated under this item. 

the international search was carried out on the basis of a translation of the international application furnished to this 
Authority (Rule 23.1(b)). 

b. With regard to any nucleotide and/or amino acid sequence disclosed in the international application, the international search 
was carried out on the basis of the sequence listing : 

contained in the international application in written form, 
filed together with the international application in computer readable fomn. 
fumished subsequently to this Authority in written form, 
furnished subsequently to this Authority in computer readble form. 

the statement that the subsequently furnished written sequence listing does not go beyond the disclosure in the 
international application as filed has been fumished. 

the statement that the information recorded in computer readable form is identical to the written sequence listing has been 
fumished 



□ 



□ 
□ 
□ 

□ 



2. 

3. 



Certain claims were found unsearchable (See Box I). 
[X| Unity of invention is lacldng (see Box II). 



4. With regard to the title, 

the text is approved as submitted by the applicant. 
I I the text has been established by this Authority to read as follows: 



With regard to the abstract, 

fXl the text is approved as submitted by the applicant. 

rH the text has been established, according to Rule 38.2(b), by this Authority as it appears in Box I" ■ JJ^^^^^P'*^* "^^^^ 
LJ within one month from the date of mailing of this international search report, submit comments to this Authonty. 

The figure of the drawings to be published with the abstract is Figure No. 
I I as suggested by the applicant. 
I I because the applicant failed to suggest a figure. 
[ I because this figure better characterizes the invention. 



[ I None of the figures. 
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Box I Observations where certain claims were found unsearchable (Continuation of item 1 of first sheet) 



This International Search Report has not been established in respect of certain claims under Article 1 7(2){a) for the following reasons: 

X Claims Nos.: i_ ^ 
because they relate to subject matter not required to be searched by this Authortty, namely: 

see FURTHER INFORMATION sheet PCT/ISA/210 



2. 1^ because tJTey relate to parts of the International Application that do not comply with the prescribed requirements to such 
an extent that no meaningful International Search can be carried out, specifically: 



^ ^ ^ because tJfey are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a). 



Box II Observations where unity of invention is lacking (Continuation of Item 2 of first sheet) 



This International Searching Authority found multiple inventions in this intemationai application, as follows: 

see additional sheet 



1 . I I As all required additional search fees were timely paid by the applicant, this International Search Report covers all 
' ' searchable claims. 

2. rn As all searchable claims could be searched without effort justifying an additional fee, this Authority did not invite payment 

of any additional fee. 

3. I I As only some of the required additional search fees were timely paid by the applicant, this Intemationai Search Report 
I 1 covers only those claims for which fees were paid, specifically claims Nos.: 



4. No required additional search fees were timely paid by the applicant. Consequently, this International Search Report is 
restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 

see additional sheet, subject 1. 



Remark on Protest j [ The additional search fees were accompanied by the applicant's protest. 

j j No protest accompanied the payment of additional search fees. 
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FURTHER 



INFORMATION CONTINUED FROM^^ 



Continuation of Box 3. 

,Uhou.H.cla.. 19 is directed .et^^^^^^^^^ ^^.^^ 
'aneg^eS"f?lc?s''of Z co^pound/co^osition. 



Further defect(s) under Article 17(2) (a) 



Continuation of Box 3. 
Claims Nos.: 17,18.20 

Claims 17, 18 and 20 refer to an agonist - f^Slfvi^g^ 
an Inlagonist of the Po yP^P^iJ^^^^'^ni such compound is defined m the 
technical characterization "J^f ^3^^' "°/said claims is ambiguous and 
application. In consequence, the scope °^ . .^^^1 disclosed and 

the results to be achieved. 

The applicant's "tention is drawn to the fact that_^cla,.s. or.pa^^ 

Preliminary Examining Authority is norm 3 searched. This is 

p'reliminarj "^^^^'Srwhrther o"r not thi claims are a,nended following 
5^eceipt%rthrre7ch feprtTrVuring any Chapter 11 procedure. 



International Application No. PCT/ US 99/ 19361 

FURTHER INFORMATION CONTINUED FROM PCT/ISA/ 210 

This International Searching Au thority found multiple (groups of) inventions 
in this international application, as follows: 

Invention 1: claims 1-20 (all partially) 

A substantially purified polypeptide of SeqIdNo.l, a fragment of said 
Jo fpepuSe; ai ?solated and Jt^rified Polyn"-1"^lf,,-"^;",3, J^J^ 
oolvoeotide a variant polynucleotide having at least 70% sequence 
iSentitito'said polynucleotide, a polynucleotide hybridising to said 
iollnicleotide, a polynucleotide having a sequence comp ementary to 
sa d po ySuclekide; a detection method using said complementary 
po ynS?leotide; a polynucleotide comprising a ^^J"?"" ^JqI^^.^J^^^^J 
a fraament thereof, a polynucleotide having at least 70% sequence 
?5eStuJ ?o said %o?y ucleotide of SeqIdNo.26; expression vector host 
Ind recombinlnt method related thereto; a pharmaceutical composition 
cSmonlinq stid polypeptide of SeqIdNo.l; an antibody to said 
pXepl5de of SeqIdSo'l or fragment of said polypeptide f SeqIdNo.l, 
an agoSist to said polypeptide of SeqIdNo ; an antagonist to said 
polypeptide of SeqIdNo.l; therapeutic application thereof 

Inventions 2-25: claims 1-20 (all partially) 

Idem as for subject 1 but limited to each of the polypeptide sequences 
as in SeoIdNo 2-25 and the corresponding polynucleot de sequences as in 
Seq3No27-5S: wherein respectively invention 2 is 1 mi ted to 
and SeqIdNo.27. invention 3 is limited to Seq IdNo.3 and SeqIdNo. 28. ... . 
invention 25 is limited to SeqIdNo. 25 and SeqIdNo. 50. 
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PATENT COOPERATION TREATY 

PCX 



REC'D 1 6 MAR 2001 



INTERNATIONAL PRELIMINARY EXAMINATION REPORT 
(PCX Article 36 and Rule 70) 



ii^plicant's or agent's file reference 
PF-0579 PCX 


^^»^,^T See Notification of Transmittal of International 
FOR FURTHER ACTION f^^^;^^^^^ 


International application No. 
PCT/US99/ 19361 


International fUing date (day/month/year) Priority date (day /month/year) 
20 AUGUST 1999 21 AUGUST 1998 


International Patent Classification (IPC) 
Please See Supplemental Sheet. 


or national classification and IPC 



Applicant 

INCYTE PHARMACEUTICALS, INC. 



1 This international preliminary examination report has been prepared by this International Prel.m.nary 
Examining Authority and is transmitted to the applicant accordmg to Article 36. 

2. This REPORT consists of a total of . ■5 sheets. 

This report is also accompamed by ANNEXES, i.e ., sheets of the description claims and/or drawings which have 
LenTended Id are the basis for this report and/or sheets containing rect£.cat.ons made before this Authonty. 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PC I). 

0 sheets. 



□ 



These annexes consist of a total of , 



3. This report contains indications relating to the following items: 

I Basis of the report 

II Priority 

III [3 Non-establishment of report with regard to novelty, inventive step or industrial applicability 

IV Lack of unity of invention 

V n Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
' — * citations and explanations supporting such statement 

VI I I Certain documents cited 

VII Certain defects in the international application 

VIII Certain observations on the international application 



RECTED 
VERSION 



Date of submission of the demand 
21 MARCH 2000 


Date of completion of this report 
16 NOVEMBER 2000 


Name and mailing address of the IPEA/US 

Commissioner of Patents and Trademarks 
Box PCT 

Washington, D.C. 2023 1 

Facsimile No. (703) 305-3230 


Authorizedi^fficef; /I / /i / //' ' / i > 

^'T^tft^Nm ziTONi^R^^pgp^'^ ^ 7 

Telej<hone No. (703) 308-0196 / / 



INTERNATIONAL PRELIMn4ARY EXAMINATION REPORT 



International application No. 
PCT/US99/19361 



I. Basis of the report 



1 . With reg^ to the elements of the internaUonal application: * 
|x] the international application as originally filed 

1";^ the description: originally filed 

pages _ llZ? ■ ' ~ filed with the demand 



oaaes NONE , • 

^ ^ NONE filed with the letter of 

pages . ^ " 



fx] the claims: ^^^^ ^ originally filed 



P^^^' as amended (together with any statement) under Article 19 

pages ^li££lE ' filed ^ith the demand 

pages NONE 



pages 



NONE , filed with the letter of 



[7] the drawings: ^ originally filed 

pages . ^ — ^ fjlgd vvith the demand 

paoes NONE . ■ ' 

NONE filed with the letter of 

pages ! 

[x] the sequence listing part of the description: ^ originally filed 

pages NONE - — — ^.^^^ ^.^^ demand 

pages NONE . . • ■ ■ — 

NONE . filed with the letter of __ 

pages iNwi^c , 



2 With regard to the language. aU the elements marked above we,, available or fished to thrs Authonty m the lar^ge ir, whrch 

□ the language of a translatior. furnished for the purposes of international search (under Rule 23.1(b)). 
n the language of publication of the international apphcation (under Rule 48.3(b)). 

n the language of the translation fumrshed for the purposes of intenutronal pn=l« exanunation (under Rules 55.2 and/ 

— or 55.3). 

3 Wrth regard to any nucleoHde «,d/or amino acid sequence disclosed m the mten.at,onal application, the international 
preliminary examination was carried out on the basis of the sequence listing: 

□ contained in the international application in printed form. 

□ filed together with the international application in computer readable form. 
Q furnished subsequently to this Authority in written form, 

I— 1 furnished subsequently to this Authority in computer readable fom. 

n The statement that the subsequently furnished written sequence listing does not go beyond the disclosure m the 
LI iiiternational application as fHed has been furnished. 

n The statement that the mfom.Uon recorded in computer readable form is identical to the writen sequence UsUng has 
I — ^ been furnished. 
4 [x] The amendments have resulted in the cancellation of: 

ra , NONE 

LiJ the description, pages^ . 

[3 the claims, Nos. ___J^ 



fx] the drawings, sheets/ftg ^^^^ 



5. n This report has been drawn as If (some CO the amendments had not been maj^^^^^^^^ 

^ beyonrthe disclosure as filed, as indicated ui ^^^.^-PP^^^^^^t J'^^^^ ^„ Artide 14 are referred to 

.He. c ^-^.---- nmeMn^en. ^. referred ,o uruier Urn. ' an, annexe, to .His report. 
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III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 



1 . The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non obvious), or to be 
industrially applicable have not been and will not be examined in respect of: 

I x| the entire international application. 

I I claims Nos. _ 



□ 



because: 

the said international application, or the said claim Nos. . relate to the following subject matter which 
does not require international preliminary examination (specify). 



I I the description, claims or drawings (indicate particular elements below) or said claims Nos. _ are so 
— unclear that no meaningful opinion could be formed (specify). 



I I the claims, or said claims Nos. _ are so inadequately supported by the description that no meaningful 
opinion could be formed. 

I I no international search report has been established for said claims Nos. 



2. A meaningful international preliminary examination cannot be carried out due to the failure of the nucleotide and/or amino acid 
sequence listing to comply with the standard provided for in Annex C of the Administrative Instructions: 

I I the written form has not been furnished or does not comply with the standard. 

[x] the computer readable form has not been furnished or does not comply with the standard. 
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VIIL Certain observations on the international application 



The following observations on the clarity of the claims, description, and drawings or on the question whether the claims are fully 
supported by the description, are made: 

The description is objected to under PCT Rule 66.2(a)(v) as lacking clarity under PCT Article 5 because it fails to contain an 
adequate written description of the claimed "fragments" of given sequences. The description is inadequate because it does not 
define the sizes or sequences of a representative number of species of the large genus of claimed fragments. The description 
is also inadequate in faiUng to describe a representative number of species of the large genus of "polynucleotide variants" having 
a given per cent sequence identity and failing to teach how to make the claimed "fragments" and "variants". 

ClaimS 1-20 are objected to as lacking clarity under PCT Rule 66.2(a)(v) because practice of the claimed invention is not 
adequately described in writing, as required under PCT Rule 5. l(a)(iii), for the reasons set forth in the immediately preceding 
paragraph. 
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Supplemental Box 

(To be used when the space in any of the preceding boxes is not sufficient) 



Continuation of: Boxes I - VIII 



Sheet 10 



CLASSIFICATION: 

The International Patent Classification (IPC) and/or the National classification are as listed below: 
1PC(7): C07H 21/02, 21/04; C12P 19/34; C12Q 1/68; C07K 14/435, 16/18 and US CI.: 435/6, 7.1, 91.2; 536/23.1, 24.3; 
530/350, 387.1; 514/2, 44 
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INTERNATIONAL SEARCH REPORT 



tnlei anal application No. 

PCT/US 99/ 19361 



Box I Observations where certain claims were found unsearchable (Continuation of item 1 of first sheet) 

This international Search Report has not been established in respect of certain claims under Article 1 7(2)(a) for the following reasons: 



Claims Nos.: . 
because they relate to subject matter not required to be searched by this Authority, namely: 

see FURTHER INFORMATION sheet PCT/ISA/210 



2. I I Claims Nos.: 



because they relate to parts of the International Application that do not comply with the prescribed requirements to such 
an extent that no meaningful International Search can be carried out, specifically: 



3. I I Claims Nos. 



because they are dependent claims and are not drafted in accordance with the second and third sentences of Rule 6.4(a). 



Box II Observations where unity of invention is lacking (Continuation of Item 2 of first sheet) 



This international Searching Authority found multiple inventions in this international application, as follows: 



see additional sheet 



□ As all required additional search fees were timely paid by the applicant, this International Search Report covers all 
searchable claims. 

2. rn As all searchable claims could be searched without effort justifying an additional fee. this Authority did not invite payment 
of any additional fee. 

3 I I As only some of the required additional search fees were timely paid by the applicant, this International Search Report 
l_] covers only those claims for which fees were paid, specifically claims Nos.: 



4 fxl No required additional search fees were timely paid by the applicant. Consequently, this International Search Report is 
restricted to the invention first mentioned in the claims; it is covered by claims Nos.: 



see additional sheet, subject 1. 



Remark on Protest 



j j The additional search fees were accompanied by the applicant's protest 
I [ No prtrtest accompanied the payment of additional search fees. 
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FURTHER INFORMATJON CONTINUED FROM PCT/ISA/ 210 



Continuation of Box 3. 

Although claim 19 is directed to a method of treatment of the 
human/animal body, the search has been earned out and based on the 
alleged effects of the compound/composition. 



Further defect(s) under Article 17(2) (a): 



Continuation of Box 3. 
Claims Nos.: 17.18,20 

Claims 17. 18 and 20 refer to an agonist, an antagonist and to the use of 
an IntagoAist of the polypeptide of claim 1 without Qi^ing true 
technical characterization. Moreover, no such compound is defined in the 
ippV?ca? on. In consequence, the scope of said c fms is ambiguous and 
vaoue and their subject-matter is not sufficiently disclosed and 
suMorted (Art 5 and 6 PCT). No search can be carried out for such 
sSSSSuSve cUims Se wording of which is. in fact, a mere recitation of 
the results to be achieved. 

The applicant's attention is drawn to the fact that claims, or parts of 
claim?: relating to inventions in/espect of which "J. "Jernational 
search report has been established need not be the subject of an 
international preliminary examination J^lJ^fi 
is advised that the EPO policy when acting « an International 
Preliminary Examining Authority is normally not to carry out a 
preliminary examination on matter which has not been searched. Jhis iis 
the case irrespective of whether or not the claims are amended following 
receipt of the search report or during any Chapter II procedure. 
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FURTHER INFORMATION CONTINUED FROM PCT/ISA/ 210 



This International Searching Authority found multiple (groups of) Inventions 
in this international application, as follows: 

Invention 1: claims 1-20 (all partially) 

A substantially purified polypeptide of SeqIdNo.l a fragment of said 
DolvDeptide; an isolated and purified polynucleotide encoding said 
SowSeSt de a variant polynucleotide having at least 70% sequence 
iSeSS to'said So?ynucleotide, a polynucleotide hybridising to said 
ioljnicleotide. a polynucleotide having a sequence comp ementary to 
sa d po ySucle^tide; a detection method using said ""Plf l"*!^^ ,6 
polynucleotide; a polynucleotide comprising a sequence of SeqIdNo 26 
Sr a fragment thereof, a polynucleotide having at least 70% sequence 
?deStiS ?o saidjoly^ucleotide of SeqIdNo.26; expression vector host 
iSd recombinant method related thereto; a Pharmaceutical composition 
comorisinq said polypeptide of SeqIdNo.l; an antibody to saia 
poTJJept de of SeqIdNo 1 or fragment of said polypeptide of SeqIdNo.l, 
an aSoSist to said polypeptide of SeqIdNo 1; an antagonist to said 
polypeptide of SeqIdNo.l; therapeutic application thereof 

Inventions 2-25: claims 1-20 (all partially) 

Idem as for subject 1 but limited to each of the polypeptide sequences 

as Tn SeqIdNo.2-25 and the corresponding Po"'y""<= «'>^l'l!,"*'i'ri"i5L 2 
SeqIdNo.27-50, wherein respectively Invention 2 is limited to SeqW^^ 
and SeqIdNo.27. invention 3 is limited to SeqIdNo. 3 and SeqIdNo. 28, ... . 
invention 25 is limited to SeqIdNo. 25 and SeqIdNo. SO. 
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From the INTERNATIONAL BUREAU 



PCT 

NOTIFICATION OF ELECTION 

(PCT Rule 61.2) 


To: 

Assistant Connnnissioner for Patents 

1 InitoH ^tiitAc Patent anH XraHpnojirk' 

Office 
Box PCT 

Washington, D.C. 20231 
ETATS-UNIS D'AIVIERIQUE 

in its capacity as elected Office 


Date of mailing (day/month/year) 
18 May 2000 (18.05.00) 




International application No. 
PCT/US99/19361 


Applicant's or agent's file reference 
PF-0579 PCT 


International filing date (day/month/year) 

20 August 1999 (20.08.99) 


Priority date (day/month/year) 

21 August 1998 (21.08.98) 


Applicant 

HILLMAN, Jennifer, L. et al 



1. The designated Office is hereby notified of its election made: 



X 



in the dennand filed with the International Prelinninary Examining Authority on: 

21 March 2000 (21.03.00) 



I I in a notice effecting later election filed with the International Bureau on: 



2. I he election 



□ 



was not 



made before the expiration of 19 months from the priority date or, where Rule 32 applies, within the time limit under 
Rule 32.2(b). 
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1 The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non obvious), or to be 
industrially applicable have not been and will not be examined in respect of: 

I X| the entire international application. 

I I claims Nos. _ 

because: 
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adequately described in writing, as required under PCT Rule 5.1(a)(iii), for the reasons set forth in die immediately preceding 
paragraph. 
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